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DETAILED ACTION 
Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-10, 15-21 , drawn to a method and system for categorizing an 
unmet need relating to medical products from a plurality of users, 
classified in class 707, subclass 7. 

II. Claim 1 1-14, drawn to a method and program for presenting a form for 
inputting an unmet need by using a plurality of fields, classified in class 
715, subclass 507. 

The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention II has separate utility such 
as facilitating the input of an unmet need by presenting a form with a plurality of fields. 
See MPEP § 806.05(d). 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 
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During a telephone conversation with Applicants' representative, MICHAEL J. 
SWOPE, on 03/16/2005, a provisional election was made without traverse to prosecute 
the invention of group I, claims 10-10 and 15-21. Affirmation of this election must be 
made by applicant in replying to this Office action. Claims 11-14 were withdrawn from 
further consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non- 
elected invention. 

Claim Objections 

Claim 5 is objected to because of the following informalities: a unmet need. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 18 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

As set forth in MPEP 2106 (IV) (B) (2) (a): 

Products may be either machines, manufactures, or 
compositions of matter. 
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A machine is "a concrete thing, consisting of parts or of 
certain devices and combinations of devices. " Burr v. 
Duryee, 68 U.S. (1 Wall.) 531, 570 (1863). 



If a claim defines a useful machine or manufacture by 
identifying the physical structure of the machine or 
manufacture in terms of its hardware or hardware and 
software combination, it defines a statutory product. 
See, e.g., Lowry, 32 F.3d at 1583, 32 USPQ2d at 1034-35; 
Warmerdam, 33 F.3d at 1361-62, 31 USPQ2d at 1760. 



The claimed complaints of claim 18 as defined in the specification, page 12, is 
information, and not a part or certain device of the system a category. Therefore, the 
claim is non-statutory subject matter. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



Claims 1, 3, 15 and 17 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 



As in claim 1 , 
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the clause where a predetermined number of unmet need submissions have the same primary 
topic references to some other items in the claim, but it is unclear what item is being 
referenced to; 

those unmet needs of the step of selecting references to some other items in the 
claim, but it is unclear what item is being referenced to. 

As in claims 3, 

the limitation the selecting of unmet needs having a predetermined number of unmet need 
submissions is recited, and there is insufficient antecedent basis for this limitation in the 
claim; 

the clause the unmet needs in the step of filtering references to some other items in 
the claim, but it is unclear what item is being referenced to. 

As in claim 15, the Clause where a predetermined umber of unmet need submissions have 
the same primary topic references to some other items in the claim, but it is unclear what 
item is being referenced to. 

As in claim 17, the limitation the selecting of unmet needs having a predetermined number 

of unmet need submissions is recited, and there is insufficient antecedent basis for this 
limitation in the claim. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1, 2, 4, 7-10, 15, 16, 18 and 21 are rejected under 35 U.S.C. 102(a) as 
being anticipated by drugstore.com [drugstore.com - online pharmacy & 
drugstore, prescriptions filled]. 

Regarding claims 1 and 15, drugstore.com is a computer system implements a 
method for collecting medical product information, comprising: 

providing a web site having information about medical products (drugstore. com, pages 1 - 

2); 

accepting on said web site input indicative of an unmet need relating to the medical products 
from a plurality of users (a plurality of users can input a medical request that are not 
currently addressed by available medical products in the question form, e.g., Does fish 
oil help lower cholesterol? as indicated at page 4 into SEARCH OUR Q&As box of 
pate 4, or ASK YOUR PHARMACIST at page 3. The question as unmet need is 
accepted by the website via a SUBMIT QUESTION button); 
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categorizing the unmet need according to a primary topic (the question or unmet need 
could be categorized into particular topic, e.g., ARTHRITIS, OSTEOARTHRITIS... as 
illustrated at page 4); 

selecting those unmet needs for development where a predetermined number of unmet need 
submissions have the same primary topic (only those submitted questions with the same 

primary topic, e.g., OSTEOARTHRITIS in How can I get relief from my 

osteoarthri tis of page 4, which have already been answered at least once by 
pharmacists, will be selected for processing to make available answer to the user. One 
is the predetermined number in order to have an available answer. Otherwise, ASK 
YOUR PHARMACIST is used to have an email response). 

Regarding claims 2 and 16, drugstore.com teaches all of the claimed subject 
matter as discussed above with respect to claims 1 and 15, drugstore.com further 
discloses the categorization is done performed by each said plurality of users electronically selecting 
a category (page 4). 

Regarding claim 4, drugstore.com teaches all of the claimed subject matter as 
discussed above with respect to claim 1 , drugstore.com further discloses the step of 

providing a gatekeeper such that the gatekeeper filters out input that relates to product complaints 

(page 9). 
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Regarding claims 7 and 21, drugstore.com teaches all of the claimed subject 
matter as discussed above with respect to claims 1 and 15, drugstore.com further 
discloses the Step Of providing a computer implemented medical products information web site in 
conjunction with the unmet needs input such that users can input unmet needs while obtaining 
medical products information (page 4). 

Regarding claim 8, pages 1-10 are created by a computer process, and these 
imply a computer-readable medium bearing computer readable instructions for carrying out the steps 
recited in claim 1. 

Regarding claim 9, drugstore.com is a web site for collecting medical product 
information, comprising: 

a web site wherein the web site stores information about medical products, information about 
the medical products being electronically searchable and browseable (pages 1 and 2), and a 
computer that hosts the web site is an inherent feature of pages 1 and 2; 

a network connection (WWW) whereby web pages are delivered to a remote computer and 
input is accepted from the remote computer (any computer that has access to the WWW can 
retrieve an exist web page by inputting an URL), the network accepting an electronic 

submission indicative of an unmet need for the medical products (a plurality of users can input a 

medical request that are not currently addressed by available medical products in the 
question form, e.g., Does fish on help lower cholesterol? as indicated at page 4 
into SEARCH OUR Q&As box of pate 4, or ASK YOUR PHARMACIST at page 3. The 
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question as unmet need is accepted by the website via a SUBMIT QUESTION button) 
whereby unmet needs related to the medical products may be determined (those submitted 
questions with the same primary topic, e.g., OSTEOARTHRITIS in how can i get 
relief from my osteoarthritis of page 4, which have already been answered at least 
once by pharmacists, will be selected for processing to make available answer to the 
user). 

Regarding claim 10, drugstore.com further comprising a medical products purchasing 

database whereby a user can purchase medical products in conjunction with the submission of an 
unmet need submission (page 2). 

Regarding claim 18, drugstore.com further comprising complaints (page 9). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 3, 5, 6, 17, 19 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over drugstore.com [drugstore.com - online pharmacy & drugstore, 
prescriptions filled] in view of Wang et al. [USP 6,766,320 B1]. 

Regarding claims 3 and 17, drugstore.com teaches all of the claimed subject 
matter as discussed above with respect to claims 1 and 15, drugstore.com further 
discloses the Step Of selecting of unmet needs having a predetermined number of unmet need 
submissions (only those submitted questions with the same primary topic, e.g., 

OSTEOARTHRITIS in How can I get relief from my osteoarthritis Of page 4, 

which have already been answered at least once by pharmacists, will be selected for 
processing to make available answer to the user). But does not explicitly teach the step 
of filtering the unmet needs. Wang teaches a search engine to match a question to a set of 
frequently asked questions stored in a database (Wang, Abstract). Wand further 
discloses the step of filtering the question (Wang, Col. 8, Lines 40-64). It would have 
been obvious for one of ordinary skill in the art at the time the invention was made to 
modify the drugstore.com technique by including the step of filtering noisy words from 
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an unmet need, e.g., how can i get relief from my osteoarthritis of page 4, in 
order to produce keywords for searching. 

Regarding claims 5 and 19, drugstore.com teaches all of the claimed subject 
matter as discussed above with respect to claims 1 and 15, but does not explicitly teach 
the Step of providing a gatekeeper such that the gatekeeper filters out input that describes a unmet 
need and a solution to the unmet need. Wang teaches a search engine to match a question to 
a set of frequently asked questions stored in a database (Wang, Abstract). Wang further 
discloses the step of providing a gatekeeper such that the gatekeeper filters out input 
that describes a unmet need (Wang, Col. 8, Lines 40-64), and a solution to the unmet 
need (Wang, Col. 11, Line 10-Col. 12, Line 11). It would have been obvious for one of 
ordinary skill in the art at the time the invention was made to modify the drugstore.com 
technique by including the technique of filtering out unmet need and solution as taught 
by Wang in order to produce key words for searching and matching with the best 
answer. 

Regarding claims 6 and 20, drugstore.com and Wang, in combination, teach all 
of the claimed subject matter as discussed above with respect to claims 5 and 19, 

drugstore.COm further discloses an invention submission disclosure form is transmitted to the 
user that submitted the unmet need (page 4) and the solution to the unmet need (page 6). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HUNG Q PHAM whose telephone number is 571-272- 
4040. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, JOHN E BREENE can be reached on 571-272-4107. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Examiner Hung Pham 
March 17, 2005 




